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STATEMENT DESCRIBING PRODUCT DEVELOPMENT 
Vicor's Met hod of Doing R^ Kmp^^ 


Applicants are officers or employees of or otherwise associated with Vicor, Inc. (Vicor) and 
have assigned the subject invention to Vicor. Vicor is a systems engineering firm. That is. 
Vicor is in the business of designing and developing customized computer-based systems for 
specific clients. In general, Vicor does not develop generic "off-the-sheir systems for delivery 
to customers generally, nor does it have an R&D group that develops such systems in advance of 
a request for a particular system from an existing or potential client. 

Instead, prior to undertaking system development work, representatives from Vicor meet with 
representatives of a client or potential client to discuss that company's particular business 
environment and needs. As a result of these discussions, Vicor identifies a set of client-specific 
system requirements from which it prepares a proposal to the client outUning the terms pursuant 
to which Vicor proposes to develop a customized computer-based system that meets these 
requirements. Often, at this stage, the client will engage Vicor to conduct a "feasibility study". 
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In the event that Vicor and the client enter into a development agreement, the client agrees to 
pay for the development and implementation of the system (on a time and materials or fixed 
price basis) in accordance with the specified client-specific requirements. In exchange, the cUent 
receives an option to Ucense or purchase commercial versions of the system (assuming successful 
completion of the development process) for a specified per-unit amount. The client assumes the 
risk that Vicor's development effort may prove unsuccessftil, in which case the cUem bears the 
cost of a partiaUy developed system which may be of little or no use. In so doing, Vicor relies 
on its track record and management and technical expertise in systems integration to persuade 
the potential client to pay for the development of the proposed system. 

Transactions relating t o this natent applicatini^ . 

In mid-1991, Vicor began discussing collaborative teleconferencing system requirements with a 
number of parties. The first (and, up to the filing of the application, the only) party which has 
entered Into an agreement with Vicor to develop such a teleconferencing system is a company 
which, for the sake of confidentiality, will be referred to as Client X. Pursuant to a July. 1991 
proposal, Vicor offered to develop a customized teleconferencing system which fonns, ai least 
in part, the subject matter of the invention of this patent application. Client X agieed to 
maintain as confidential (subject to standard exceptions) all of the technical information relating 
to the system being developed. Furthermore. Vicor provided no wananty or other guarantee 
that it would in fact successftiUy complete development of the system. 

The development of the teleconferencing system described in the present appUcation included 
two major "milestones:" 

The first "milestone" was the developmem of a nidimentary prototype which was delivered to 
and evaluated by Client X to asceitain the technical feasibility of Vicor's proposals as well as to 
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judge Vicor's technical expertise. The second "milestone" was a pUot system which, once 
delivered, was tested in a reaUstic business enviromnent by CUent X personnel to determine the 
operational viability of the system - i.e., whether the system would work for its intended purpose 
and thus be of benefit to Client X. This second "milestone" also included a number of distinct 
conditional developmental phases each of which had to be completed to the satisfaction of Client 
X before it would authorize payment for the development of a subsequent phase. 

The prototype system was developed by Vicor pursuant to a proposal letter (as amended) 
executed in August, 1991 and was installed in January, 1992. It consisted of four workstations, 
intercomiected by separate digital data and analog audio/video networks, all in close proximity in 
a developmem area on the premises of Client X. The workstations had facilities to capture and 
reproduce spoken audio and video images. A mosaic video image of up to four user's images 
couid also be created. The prototype system also included limited teleconferencing features, 
such as aUowing users to share "windows" of information on their woitetation screens, as well 
as some .graphical user interface features such as face icons. In addition, the prototype system 
included a crude form of multimedia mail and was comiected to a VCR for analog audio/video 
storage. 


The prototype system was and still is located at Client X's premises in a non-operations 
enviromnent. It was never intended to be (nor has it been) tested in Cliem X's actual desktop 
computing environment, in which the specified system, once developed, is intended to operate. 
The prototype was kept in place, as a test bed for evaluating modifications to the pilot system 
described below, through the date of filing the appUcation. 

Once CUem X was satisfied that Vicor possessed sufficiem technical expertise to justify 
continued investment in the second phase of the development process, (i.e., reached the first 
"milestone"), it entered into an agreement with Vicor to develop a pUot system. Only by testing 
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the pUot system in a reaUstic business environment (i.e., on the desktops of CUent X employees 
in actual business use) could Vicor and Client X determine whether the system would work for 
its intended puipose (and, if not, which changes were necessary). This agreement was executed 
in June, 1992 and contained a number of distinct developmental phases. For example, phase A 
included a LAN-based system and phase B included a WAN-based extension of the system. 

As a result of this agreement, the initial hardware and software components of the pilot system 
were deUveied to Client X and rendered usable in December, 1992. The pilot system consisted 
of 30 workstations which (in accordance with phase A) were interconnected by means of 
separate digital data and analog audio/visual netwoita. and which had audio/visual capture and 
reproduction capabilities. Certain features of the prototype system were no longer present (e.g., 
the VCR), and additional features were added, such as more scalable video mosaicing 
capabilities and enhanced caU control and graphical user interface features (e.g., a rolodex and 
the "leave word" feature). 


Although the pUot system was based, in part, on the prototype, substantial changes had to be 
made in an endeavor to accommodate the demands of a reaUstic business environment. This was 
partially due to the fact that the increased number of workstations required more scalable 
solutions, resulting in different hardware and software configurations, and partially due to the 
fact that Vicor could not reproduce actual operating conditions in a development environment. 

The pilot system components were installed in an actual work enviromnent on an experimental 
basis. Given the nature of the system, particularly the fact that it is intended, among other 
things, to replicate a face-to-face collaboration as closely as possible, this experimental activity 
could only have occurred in an operational enviromnent. Subject to confidentiality restrictions, 
employees of Client X used the system for their actual business activities. As they were neither 
technicaUy qualified nor othenvise skilled in developing computer systems, this experimental 
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activity had to be conducted under the direct control and supervision of the Applicants. The 
users provided the AppUcants with information regarding the operation of the system, 
particularly with regard to failures and other examples of inoperability. The Applicants also 
made regular visits to Cliem X's facilities in oider to inspect the pilot system and monitor its 
performance and the effects of changes made as a result of the testing. 

As a result of this experimental activity, Vicor made numerous changes to the pilot system, 
including the addition, deletion and modification of various architectural, call control and user 
interface features. These included not only changes to the user interface and other features to 
make the system usable in its intended operational enviromnent, but also substantial changes that 
affected even the most basic system features, such as the capture and display of a video image of 
a workstation user. 


Once the initial experimentation with the LAN-based pUot system had sufficiently demonstrated 
that the system as conceived by the AppUcants was feasible (i.e., completion of phase A), Client 
X authorized Vicor (in mid-1993) to commence the development of a WAN-based system. 


REMARKS 


It is submitted that, at the time of the agreement dated June, 1992, the invention was not 
reduced to practice as there was no reasonable certainty that any embodiment of the invention 
would work for its intended puipose. For example, it was unclear whether the perfonnance and 
Usability of the system would be acceptable. Would employees of Client X actually use the 
system to conduct a teleconference, or would the system be so cumbersome that they would 
instead use the telephone or walk down the.hall? Only by testing the system on Client X's 
premises in an operational business enviromnent could the Applicants determine which changes, 
if any, would enable the system to overcome these hurdles. This is evidenced by the 
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experiinental activity conducted foUowing the delivery of the pilot system. Consequently, there 
was no reasonable basis to conclude that there existed an embodiment of the invention capable of 
working for its intended purpose even at the time of delivery of the pUot system. 

Prior to the delivery of the pilot system neither the Applicants nor Vicor attempted to 
commercialize this invention nor did Vicor entered into any agreements, apart from the 
development agreements with CUent X. involving the development or commercialization of a 
teleconferencing system. Furthermore, prior to the delivery date, neither Vicor nor the 
Applicants solicited or received any purchase orders for units of the system, nor had they 
prepared or received any other typical commercial sales documents such as price Usts or 
quotations. Moreover, they had not pubUcly demonstrated the system at trade shows or 
conventions, or advertised any embodiment of the system in pubUcity releases, bixjchui^s, 
periodicals or the like. 

Furthennore, it is submitted that the delivery of the pilot system to Client X was a necessary 
pr^ursor to the reduction to practice of the invention, as the system had to be tested in an actual 
business enviromnent. As noted above and described in the Background section of the 
specification, one of the goals of the collaboration system is to replicate face-to-face 
coUaboration as closely as possible in an automated work enviromnent. To do so, the system 
must interface with or replace much of the electronic communication equipment currenUy found 
in the modem office. Only experimentation in an actual work environment could provide Vicor 
with reasonable certainty that it had developed, or even could develop, such a system meeting 
acceptable levels of performance, usability and cost. 

Applicants submit that this testing was a necessary step toward the reduction to practice of the 
invention. Applicants further submit that this testing did not go beyond any of the guidelines or 
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factors set forth in the MPEP at 2128.01, and did not contravene any of the public poUcies 
underlying 35 U.S.C. 102(b). 


Should the Examiner have any questions in this regard, please call the undersigned at (415) 926- 
6200. 

Respectfully submitted, 


WEIL, GOTSHAL & MANGES 
2882 Sand Hill Road 
Menlo Park, CA 94025 
Telephone (415) 926-6200 
Facsimile (415) 854-3713 



RONALD S. LAURIE 
Reg No. 25, 431 
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